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DETAILED ACTION 



Response to Amendment 



1. 



Claims 1-17 have been canceled. 



2. 



Claims 18-43 have been newly added and are pending. 



Claim Rejections - 35 USC § 101 



3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

4. Claims 1 8 - 28 are rejected under 35 U.S.C. 1 01 because the claimed invention 
is directed to non-statutory subject matter. . 

Regarding claim 18, claim(s) 18 is/are rejected under 35 U.S.C. 101 as not falling 
within one of the four statutory categories of invention. While the claims recite a series 
of steps or acts to be performed, a statutory "process" under 35 U.S.C. 101 must (1 ) be 
tied to particular machine, or (2) transform underlying subject matter (such as an article 
or material) to a different state or thing. See page 10 of In Re Bilski 88 USPQ2d 1385. 
The instant claims are neither positively tied to a particular machine that accomplishes 
the claimed method steps nor transform underlying subject matter, and therefore do not 
qualify as a statutory process. 

Additionally, claims 1 9 - 28 are also rejected under 35 U.S.C. 1 01 , since the 
claims are dependent upon independent claim 18. 



Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

6. Claims 18,19, 30, 36, 20, 21 , 22, 27, 28, 29, 35, 41 , 42, 43 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Chow et al. (US 701 0002 B2) in view of Mo et 
al. (US 20030072264 A1). 

Regarding claim 18, Chow et al. disclose a method of using a wireless Local 
Area Network (LAN) for providing access to a fixed broadband network to roaming 
mobile terminals via the wireless LAN, said wireless LAN being connected to a 
broadband access line of the fixed broadband network, the broadband access line 
having a first capacity subscribed for by a fixed subscriber ("Home 'Enterprise Wireless 
Communication Platform' EWCSP" as wireless local area network, "broadband 
transport network" as a fixed broadband network, and elements TIA/EIA-136 IEEE 
802. 1 1 EDGE/GPRS as roaming mobile terminals, and broadband transport link as a 
first capacity subscribed for by a fixed subscriber; Fig. 1, col. 2, lines 29 - 62; roaming, 
wireless station; Fig. 6, col. 15, lines 58- 67, col. 16, lines 1 - 12), except access line 
further having a second capacity not subscribed for, the method comprising allocating at 
least a portion of the second capacity to the nodes. 

Mo et al. in the same field of endeavor teach access line further having a second 
capacity not subscribed for, the method comprising allocating at least a portion of the 
second capacity to the nodes ("unreserved portion "is interpreted as having a 
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second capacity not subscribed and at least a portion of the second capacity to the 
nodes; Abstract, paras. [0003], [0017], [0018]). 

At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. to include the features of 
having a second capacity not subscribed for, the method comprising allocating at least a 
portion of the second capacity to the nodes as taught by Mo et al. One of ordinary skill 
in the art would be motivated to do so for providing system and method for providing 
resizing of the bandwidth of a physical link based upon the utilization of the 
link is desirable (as suggested by Mo et al., see para. [0004]). 

Regarding claims 19, 30, 36, Chow et al. disclose wherein said first capacity is 
bandwidth (at least on 6MHz downstream, col. 8, lines 37 - 49), Chow et al. do not 
disclose explicitly wherein said first and second capacities are bandwidth. 

Mo et al. in the same field of endeavor teach wherein said first and second 
capacities are bandwidth ("bandwidth allocated...."; Abstract, paras. [0003], [0017], 
[0018]).. 

At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. to include the features of 
wherein said first and second capacities are bandwidth as taught by Mo et al. One of 
ordinary skill in the art would be motivated to do so for providing One of ordinary skill in 
the art would be motivated to do so for providing system and method for providing 
resizing of the bandwidth of a physical link based upon the utilization of the link is 
desirable (as suggested by Mo et al., see para. [0004]). 
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Regarding claim 20, Chow et al. disclose wherein said wireless LAN has a 
coverage zone at subscriber premises of said fixed broadband network ("Home 
'Enterprise Wireless Communication Platform' EWCSP" and target boundaries as 
wireless LAN has a coverage zone at subscriber premises; Fig. 1, col. 2, lines 29 - 62, 
col. 10, lines 23 -33). 

Regarding claim 21, Chow et al. disclose wherein said wireless LAN is installed 
at said subscriber premises ("home"; Fig. 1, col. 2, lines 29 - 62, col. 10, lines 23 - 55). 

Regarding claim 22, Chow et al. disclose the method claimed wherein said 
roaming mobile terminals are casually passing through said coverage zone ("the 
subscriber may use the same wireless phone at home, on the road, and in the office" 
interpreted as said roaming mobile terminals are casually passing through said 
coverage zone; Fig. 1, col. 2, lines 29 - 62, col. 10, lines 23 - 55). 

Regarding claim 27, Chow et al. disclose the method claimed further comprising 
performing security and authentication functions securing terminals of said fixed 
subscriber and said roaming mobile terminals against tapping and illegal use of said 
fixed broadband network ("security measure ....invoke an authentication procedure" 
interpreted as performing security and authentication functions securing terminals; Fig. 
6, col. 16, lines 8 -22). 

Regarding claim 28, Chow et al. disclose the method claimed further comprising 
providing protocols in said fixed broadband network for performing mobility, handover 
and roaming procedures ("TIA/EIA-1 36, EDGE/GPRS, IEEE 802.11b" interpreted as 
providing protocols in said fixed broadband network for performing mobility, handover 
and roaming procedures; Fig. 1, col. 10, lines 23 - 47, col. 12, lines 18 - 54). 



Application/Control Number: 10/530,701 Page 6 

Art Unit: 2476 

Regarding claim 29, Chow et al. disclose a digital, mobile broadband network 
providing mobile or nomadic broadband services (Fig. 1, Fig. 7, Fig. 9, col. 21, lines 13 
- 46), the digital mobile broadband network comprising: a fixed broadband network 
(broadband transport network; col. 2, lines 42 - 55); at least one wireless local area 
network (LAN) connected via a broadband access line to the fixed broadband network, 
the broadband access line having a first capacity subscribed for by fixed subscribers 
("Home 'Enterprise Wireless Communication Platform' EWCSP" as wireless local area 
network, "broadband transport network" as a fixed broadband network, and elements 
TIA/EIA-136 IEEE 802.11 EDGE/GPRS as roaming mobile terminals, and broadband 
transport link as a first capacity subscribed for by a fixed subscriber; Fig. 1, col. 2, lines 
29 - 62), except the broadband access line further having a second capacity not 
subscribed for, wherein at least a portion of the unsubscribed capacity is allocated to 
roaming mobile terminals. 

Mo et al. in the same field of endeavor teach access line further having a second 
capacity not subscribed for, wherein at least a portion of the unsubscribed capacity is 

allocated to the nodes ("unreserved portion "is interpreted as having a second 

capacity not subscribed and at least a portion of the second capacity to the nodes; 
Abstract, paras. [0003], [0017], [0018]). 

At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. to include the features of 
access line further having a second capacity not subscribed for, wherein at least a 
portion of the unsubscribed capacity is allocated to the nodes as taught by Mo et al. 
One of ordinary skill in the art would be motivated to do so for providing system and 
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method for providing resizing of the bandwidth of a physical link based upon the 
utilization of the link is desirable (as suggested by Mo et al., see para. [0004]). 

Regarding claim 35, Chow et al. disclose a home network device providing 
mobile or nomadic broadband services in an existing fixed, broadband network 
comprising a number of subscribers (element 104 MTA interpreted as home network 
device; Fig. 1, col. 2, lines 43 - 66, col. 6, lines 33 - 57), said home network device 
comprising: a wireless Local Area Network (LAN) providing local, wireless broadband 
communication for terminals of a subscriber of the fixed, broadband network and 
wireless broadband communication for roaming mobile terminals ("Home 'Enterprise 
Wireless Communication Platform' EWCSP" as wireless local area network, "broadband 
transport network" as a fixed broadband network, and elements TIA/EIA-136 IEEE 
802.11 EDGE/GPRS as roaming mobile terminals; Fig. 1, col. 2, lines 29 - 62, col. 6, 
lines 33 - 57); a broadband access line connected to the fixed broadband network 
("broadband transport link" interpreted as broadband access line, and "broadband 
transport network" interpreted as fixed broadband network, Fig. 1, col. 6, lines 14 - 57), 
the broadband access line having a first capacity subscribed for by the subscriber (6 
MHz downstream, col. 8, lines 37 - 49) and except a second capacity not subscribed 
for; Chow et al. also disclose a resource management system ("system controller, the 
network server Platform (NSP)" interpreted as a resource management system) except 
for allocating at least a portion of the second capacity to the roaming mobile terminals. 

Mo et al. in the same field of endeavor teach a second capacity not subscribed 
for; allocating at least a portion of the second capacity to the nodes ("unreserved 
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portion "is interpreted a second capacity not subscribed for; allocating at least a 

portion of the second capacity to the nodes; Abstract, paras. [0003], [0017], [0018]). 

At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. to include the features of a 
second capacity not subscribed for; allocating at least a portion of the second capacity 
to the nodes as taught by Mo et al. One of ordinary skill in the art would be motivated to 
do so for providing system and method for providing resizing of the bandwidth of a 
physical link based upon the utilization of the link is desirable (as suggested by Mo et 
al., see para. [0004]). 

Regarding claim 41, Chow et al. disclose protocol means providing seamless 
mobility and handover procedures for maintaining a connection to said fixed broadband 
network for a mobile terminal passing through said wireless LAN ("TIA/EIA-1 36, 
EDGE/GPRS, IEEE 802. 1 1b" interpreted as providing protocols in said fixed broadband 
network for performing mobility, handover and roaming procedures; Fig. 1, col. 10, lines 
23-47, col. 12, lines 18-54). 

Regarding claim 42, Chow et al. disclose the home network device claimed 
comprising protocol means providing roaming between different fixed network 
operators, peer-to-peer/Ad Hoc operators and said wireless LAN ("TIA/EIA-1 36, 
EDGE/GPRS, IEEE 802. 1 1b" interpreted as protocol means providing roaming between 
different fixed network operators, peer-to-peer/Ad Hoc operators and said wireless LAN; 
Fig. 1, col. 5, lines 13 - 33, col. 10, lines 23 - 47, col. 12, lines 18 - 54). 
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Regarding claim 43, Chow et al. disclose function means supporting the fixed 
broadband network's management and charging requirements ("Operation, 
Administration and Maintenance"... "...is billed"; col. 8, lines 57- 67, col. 10, lines 36 - 
42). 

7. Claims 23, 31 , 37, 24, 32, 38, 25, 33, 39, 26, 34, 40 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Chow et al. (US 7010002 B2) and Mo et al. 
(US 20030072264 A1 ) as applied to claim 18 above, and further in view of Hagen (US 
20020075844 A1). 

Regarding claims 23, 31, 37, Mo et al. disclose allocating a portion of said first 
capacity to nodes (para. [0020]); however, Chow et al. and Mo et al. do not disclose 
explicitly further comprising allocating a portion of said first capacity to said roaming 
network terminals. 

Hagen in the same field of endeavor teaches allocating a portion of said first 
capacity to said roaming network terminals ("allocates a portion of the NAS's available 
uplink bandwidth"; Fig. 17, Fig. 19, para. [0104]). 

At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. and Mo et al. to include the 
features of allocating a portion of said first capacity to said roaming network terminals 
as taught by Hagen. One of ordinary skill in the art would be motivated to do so for 
effectively integrating diverse private and public networks to provide ubiquitous, network 
access at broadband data rates using existing infrastructure (as suggested by Hagen, 
see paragraph [0010]). 
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Regarding claims 24, 32, 38, Mo et al. implicitly disclose said portion of said first 
capacity is an unused portion of said first capacity (para. [0020], [0022]); however, 
Chow et al. and Mo et al. do not disclose explicitly wherein said portion of said first 
capacity is an unused portion of said first capacity (" available uplink bandwidth" 
interpreted as an unused portion of said first capacity; Fig. 17, Fig. 19, para. [0104]). 

Hagen in the same field of endeavor teaches wherein said portion of said first 
capacity is an unused portion of said first capacity ("allocates a portion of the NAS's 
available uplink bandwidth"; Fig. 17, Fig. 19, para. [0104]). 

At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. and Mo et al. to include the 
features of wherein said portion of said first capacity is an unused portion of said first 
capacity as taught by Hagen. One of ordinary skill in the art would be motivated to do so 
for effectively integrating diverse private and public networks to provide ubiquitous, 
network access at broadband data rates using existing infrastructure (as suggested by 
Hagen, see paragraph [0010]). 

Regarding claims 25, 33, 39, Chow et al. and Mo et al. do not disclose explicitly 
wherein said portion of said first capacity is released to said roaming mobile terminals 
through priority mechanisms giving priority to roaming mobile terminals over terminals of 
said fixed subscriber. 

Hagen in the same field of endeavor teaches wherein said portion of said first 
capacity is released to said roaming mobile terminals through priority mechanisms 
giving priority to roaming mobile terminals over terminals of said fixed subscriber (paras. 
[0104], [0109], [0110]). 
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At time the invention was made it would have been obvious to a person of 
ordinary skill in the art to modify the teachings of Chow et al. and Mo et al. to include the 
features of wherein said portion of said first capacity is released to said roaming mobile 
terminals through priority mechanisms giving priority to roaming mobile terminals over 
terminals of said fixed subscriber as taught by Hagen. One of ordinary skill in the art 
would be motivated to do so for effectively integrating diverse private and public 
networks to provide ubiquitous, network access at broadband data rates using existing 
infrastructure (as suggested by Hagen, see paragraph [0010]). 

Regarding claims 26, 34, 40, Chow et al. disclose wherein said terminals of said 
fixed subscriber are wireless terminals (Fig. 1, col. 2, lines 29 - 62). 

Response to Arguments 

8. Applicant's arguments with respect to claims 18-43 have been considered but 
are moot in view of the new ground(s) of rejection. 

Regarding claim 18, rejections of claims 18-28 under 35 U.S.C. 101 sustain. 

Applicant argues Claims 18-28 were rejected under 35 USC 101 as being 
directed to non-statutory subject matter. In particular, the Examiner indicated the view 
that the claims are neither positively tied to a particular machine nor transform 
underlying subject matter (so-called "machine-or-transformation test"), citing In re Bilski 
88 USPQ2d 1385. Applicants disagree. 

Base claim 18 recites: 

"A method of using a wireless Local Area Network (LAN) for providing access to 
a fixed broadband network to roaming mobile terminals via the wireless LAN, said 
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wireless LAN being connected to a broadband access line of the fixed broadband 
network, the broadband access line having a first capacity subscribed for by a fixed 
subscriber, the broadband access line further having a second capacity not subscribed 
for, the method comprising allocating at least a portion of the second capacity to the 
roaming mobile terminals. Contrary to the rejection, Applicants believe that the 
"machine-or-transformation test" is met by claim 18 for the following reasons. 

The claimed method is tied to a particular machine, namely, a broadband access 
line of a fixed broadband network, which is connected to a wireless local area network. 
The broadband access line has a first capacity subscribed for by a fixed subscriber and 
a second capacity not subscribed for, and the method comprises allocating at least a 
portion of the second capacity of the broadband access line to roaming mobile 
terminals. 

The claimed method is tied to a particular machine, namely, a fixed broadband 
network to which roaming mobile terminals are provided access via a wireless local 
area network. The wireless local area network is connected to a broadband access line 
of the fixed broadband network. 

The claimed method is tied to a particular machine, namely, a wireless local area 
network, which is used for providing access to a fixed broadband network to roaming 
mobile terminals. 

The claimed method is tied to a particular machine, namely, roaming mobile 
terminals, which get access to a fixed broadband network via a wireless area network. 
Therefore, claim 18 is directed to statutory subject matter. Claims 19-28, which depend 
from base claim 18, are also directed to statutory subject matter for at least the same 
reasons as claim 18. Reconsideration of the rejection under 35 US C 101 is respectfully 
requested. 

In response to Applicant's remark/argument, Examiner respectfully disagrees. 

Claim 18 in current sentence structure/format for claim subject matters does not 
provide any positively tied to a particular machine that accomplishes the claimed 
method steps or transform underlying subject matter, and therefore do not qualify as a 
statutory process. The main body of claim subject matters comprises mainly with "the 
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method comprising allocating at least a portion of the second capacity to the roaming 
mobile terminals" which is not positively tied to a particular machine that accomplishes 
the claimed method steps or transform underlying subject matter, since the preamble of 
the claim is not considered to be having any weight. 

Applicant then argues (i) Peleg fails to teach or suggest "a capacity not 
subscribed for" and (ii) Peleg fails to teach or suggest roaming mobile terminals. 

In response to applicant's remark/argument, examiner respectfully disagrees. 
Reference Chow et al. teach roaming mobile terminals, See Fig. 1, Fig. 2, col. 15, lines 
58 - 67, col. 16, lines 1 - 41 . While the newly found reference Mo et al. discloses "a 
capacity not subscribed for". Examiner interpreted "a capacity not subscribed for" as 
"unreserved portion " see Mo et al., Abstract, paras. [0003], [0017], [0018], [0020]. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a) Siren (US 6763236 B2). 

b) Fooreetal. (US 6542481 B2). 

c) Struhsaker (US 20080259826 A1 ). 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew C. Lee whose telephone number is (571)272- 
3131 . The examiner can normally be reached on Monday through Friday from 8:30am - 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on (571 ) 272-3795. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew C Lee/ 
Examiner, Art Unit 2419 
<1 2/03/2009:1 Qy10> 
/Ayaz R. Sheikh/ 

Supervisory Patent Examiner, Art Unit 2476 



